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) APPENDIX C ) 

PATENT Docket No. P-US-TN-1444 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re application of: Roger Q. SMITH et al. 

Serial No.: 09/153,621 Examiner. T. Dinh 

Filed: September 15, 1998 Group Art Unit: 2841 

For:^HEAVY-DUTY AUDIO EQUIPMENT 

DECLARATION OF MICHAEL L. O'BANION 
UNDER 37 CFRS 1.132 

Hon. Commissioner of Patents and Trademarks 
Washington, DC 20231 : 

Dear Sir: 

I, Michael L. O'Banion, depose and state that: 

t 
t 

1 . I am a citizen of the United States of America residing at 1230 Canon 
Way, Westminster, MD 21 157. 

2. In 1969, 1 began working for the Black & Decker Corporation (hereinafter 
"Black & Decker") as a Development Engineer, and my present title is Director of 
Innovation. 

3. Black & Decker has been and continues to be recognized as a major 
supplier of power tools and products to be used in construction jobsites. 

4. During the entire course of my work, I have designed power tools and 
products to be used in construction jobsites. 
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5. Over the years and in the course of my work in this field, I have had direct 
contact with workers at construction jobsites and consider that I have gained a significant 
amount of knowledge relating to the design requirements for power tools and products to 
be used in construction jobsites. 

6. I have been named as inventor or co-inventor in at least 45 US utility 
patents relating to power tools and products to be used in construction jobsites. 

7. I like to fish as a hobby. Accordingly, I have owned, used or had access to 
fishing equipment, including sonar-based fish indicators, for at least 20 years. 

8. I have reviewed the invention of Claim 1 of the present application ("the 
Claimed Invention"), as well as US Patent No. 4,480,809 ("Healy"). Based on my 
experience, it is my belief that the arrangement of the Claimed Invention is novel and 
advantageous over the arrangement shown in Healy. 

9. Any power tool or product intended to be used in a construction jobsite 
has to be relatively tough in order to survive the jobsite conditions. These conditions 
include other tools being dropped on the product, or the product itself falling down. 

.1 0. The Claimed Invention achieves such requirements by having a protective 
bar which is flexibly connected to the housing. Such flexible connection at least partly 
absorbs any shock forces occurring from: (1) tools being dropped on the housing; or (2) 

the radio falling down. 

11. On the other hand, Healy discloses a mechanism for easily removing a fish 
finder housing from a base attached to a boat, and for fixing the angular position of the 
fish finder housing relative to the base. In this arrangement, housing 10 has a trunnion 26 
which receives resilient washer 30. A knob 34 has a screw 36 threadingly engaged to 
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trunnion 26. A second resilient washer 38 is disposed between knob 34 and base 14. 
Accordingly, base 14 is sandwiched between resilient washers 30, 38, as shown in FIG. 2 
of Healey. To fix the angular position of housing 10 relative to base 14, knob 34 is 
tightened, compressing washers 30, 38, which provide enough friction accordingly. 

1 2. Because of this compression, base 14 is not flexibly connected to the housing. 
Thisis' because the washers 30, 38 are so compressed that they cannot absorb any shock 
force occurring from: (1) tools being dropped on the housing; or (2) the housing falling 
down. This is not surprising, as none of these occurrences would occur on a sport 
fishermen's boat, as construction tools are not carried in a boat and the fishfinder is likely 
to be bolted onto the boat. '. 

1 3. I hereby declare that all statements made herein of my own knowledge are 
true and that all statements made on information and belief are believed to be true, and 
further that these statements were made with the knowledge that willful false statements 
and the like so made are punishable by fine or imprisonment, or both, under Section 
1001 of Title 18 of the United States Code and that such willful false statements may 
jeopardize the validity of the application or any patent issued thereon. 



Date: .'../ 



■ ■„ •. i' t ; ' 



Michael L. O'Banion 
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RELATED PROCEEDINGS APPENDIX 

There are no currently pending appeals or interferences related to the present case. 

Other patents based on the present application were implicated in pending litigation. In 
particular, the Appellant sued Robert Bosch Tool Corp. ("Bosch") for infringement of United States 
Patent Nos. 6,308,059 ("Domes '059") and 6,788,925 ("Domes '925"), both entitled 
"Ruggedized Tradesworkers Radio," issued to Joseph Domes ( Black & Decker Inc. v. Robert 
Bosch Tool Corporation , Civil Action No. 04 C 7955 (U.S. District Court for the Northern 
District of Illinois)). In such case, Bosch counterclaimed that (a) US Patent No. 6,427,070 ("the 
'070 Patent"), which derives priority from the present application, is invalid under 35 USC § 
102(e) and unenforceable due to inequitable conduct, and (b) that the Domes '059 and Domes 
'925 patents were unenforceable under the doctrine of unclean hands. Such counterclaims were 
dismissed by the Court, as shown in the attached Memorandum Opinion and Order of June 9, 
2005. 

In addition, Bosch alleged that the Domes '059 and Domes '925 patents were 
unenforceable due to inequitable conduct. For a full discussion on Bosch's allegations (and the 
Court's opinion on such allegations), please referred to the attached Memorandum Opinion and 
Order of October 24, 2006. 

Black & Decker Inc. v. Robert Bosch Tool Corporation , Civil Action No. 04 C 7955 is 
presently on appeal at the Federal Circuit. The caption for such case is: Black & Decker Inc. v. 
Robert Bosch Tool Corporation , Appeal No. 2007-1077. 

In addition, the Appellant sued Bosch for infringement of the Domes '059 and Domes '925 
patents, as well as a continuation thereof. ( Black & Decker Inc. v. Robert Bosch Tool 
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Corporation. Civil Action No. 06 CV 4440 (U.S. District Court for the Northern District of 
Illinois)). 



No. 04 C 7955 



FN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF ILLINOIS 
EASTERN DIVISION 

BLACK & DECKER INC. and 
BLACK & DECKER (U.S.) INC., 

Plaintiffs, 

v. 

ROBERT BOSCH TOOL CORPORATION, 

Defendant. 

MEMORANDUM OPINION AND ORDER 

AMY J. ST. EVE, District Court Judge: 

Plaintiffs Black & Decker Inc. and Black & Decker (U.S.) Inc. (collectively "Black & 
Decker) sued Defendant Robert Bosch Tool Corporation ("Bosch") for patent infringement. 
Bosch filed counterclaims. Black & Decker moves to dismiss Counts I through III of Bosch's 
counterclaims pursuant to Federal Rule of Civil Procedure 12(b)(1) and 28 U.S.C. § 2201 . For 
the reasons discussed below, the Court grants Black & Decker's motion. 

LEGAL STANDARD 

In deciding Rule 12(b)(1) motions to dismiss for lack of subject matter jurisdiction, the 
Court "must accept the complaint's well-pleaded factual allegations as true and draw reasonable 
inferences from those allegations in the plaintiffs favor." Transit Express, Inc. v. Ettinger, 246 
F.3d 1018, 1023 (7 th Cir. 2001). See Sprint Spectrum L.P. v. City of Carmel, Indiana, 361 F.3d 
998, 1001 (7 th Cir. 2004). The Court may look beyond the pleadings. See Long v. Shorebank 
Dev. Corp., 182 F.3d 548, 554 (7 th Cir. 1999). The Court must "presume that federal courts lack 
jurisdiction 'unless the contrary appears affirmatively from the record.'" Id, quoting Renne v. 
Geary, 501 U.S. 312, 316, 111 S.Ct. 2331, 115 L.Ed.2d 288 (1991). The party asserting 



jurisdiction bears the burden of proof on a Rule 12(b)(1) motion. United Phosphorus Ltd. v. 
Angus Chem. Co,, 322 F.3d 942, 945-46 (7 th Cir. 2003). 

BACKGROUND 

I. Black & Decker's Complaint 

Black & Decker's Complaint asserts that Bosch has infringed Black & Decker's United 
States Patents No. 6,308,059 ("the '059 patent") and No. 6,788,925 ("the '925 patent"). (R. 1-1 ; 
Compl. If 2.) These patents generally relate to portable jobsite radios. (Id. ^ 3.) Black & Decker 
accuses Bosch's "Power Box" jobsite radio of infringing "at least one claim" of each of the 
patents-in-suit. (Id. 9, 1 1 .) 

II. Bosch's Counterclaims 

In response, Bosch asserts various counterclaims against Black & Decker. Count I of 
Bosch's counterclaims alleges that Black & Decker's U.S. Patent No. 6,427,070 ("the '070 
patent") is invalid under 35 U.S.C. § 102(e) and unenforceable due to inequitable conduct. (R. 
12-1; Countercl. <|flf 28-30.) Count II alleges that Black & Decker's '070 patent and its United 
States Patent Application No. 10/758,492 ("the '492 application") are unenforceable because of 
inequitable conduct. (Id. 31-33.) Count III alleges that the '059 and '92 patents and the '492 
application are unenforceable under the doctrine of unclean hands. (Id. fflj 34-39.) 

III. Black & Decker's Cease And Desist Letter To Bosch 

Black & Decker's patent counsel wrote Bosch's patent counsel on November 1, 2004 
("Black & Decker's cease and desist letter"). (R. 31-1; Def.'s Opp. Br., Ex. E.) The letter 
generally described the inventions of the '059 and '925 patents and set forth sample claims from 
both of those patents as well as the pending '492 application. Black & Decker then stated, "[w]e 
believe that the Bosch Power Box products infringe one or more claims of the '059 and '925 
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(internal citations omitted); See 28 U.S.C. § 2201(a). For purposes of declaratory actions in 
patent cases, there is a two-prong test to determine if an actual controversy exists: (1) the 
plaintiff is presently engaged in activity to produce the allegedly infringing product; and (2) the 
plaintiff is under a reasonable apprehension that the patentee will enforce his rights by initiating 
an infringement suit. BP Chem. Ltd. v. Union Carbide Corp., 4 F.3d 975, 978 (Fed. Cir. 1993). 
Whether an actual controversy exists under the Declaratory Judgment Act in a patent case is a 
question of law. Vanguard Res., Inc. v. PEAT, Inc., 304 F.3d 1249, 1254 (Fed. Cir. 2002). 

An objective standard governs whether a party is under a reasonable apprehension of suit. 
Shell Oil Co. v. Amoco Corp., 970 F.2d 885, 887 (Fed. Cir. 1992). "Although the best evidence 
of a reasonable apprehension of suit comes in the form of an express threat of litigation, an 
express threat is not required." Vanguard, 304 F.3d at 1254. Accordingly, courts must examine 
the totality of the circumstances in determining whether a controversy exists. C.R. Bard, Inc. v. 
Schwartz, 716 F.2d 874, 880 (Fed. Cir. 1983). 

A declaratory judgment plaintiff bears the burden of establishing the existence of an 
actual case or controversy. See Cardinal Chem. Co. v. Morton InVlInc, 508 U.S. 83, 95 , 1 13 
S.Ct. 1967, 124L.Ed.2d 1 (1993). 

II. Whether The Court Has Subject Matter Jurisdiction Over Bosch's Claims Related 
To Black & Decker's '070 Patent 

Bosch has failed to meet its burden of showing that an actual controversy exists 
regarding whether it infringes Black & Decker's '070 patent. Courts have found that no actual 
controversy existed regarding patent claims that the patentee did not assert, even when the 
patentee was asserting other claims from that same patent. See Jervis B. Webb Co. v. Southern 
Sys., Inc., 742 F.2d 1388, 1399 (Fed. Cir. 1984); Eli Lilly Co. v. Pharms., 101 F.Supp.2d 1 139, 
1 142 (S.D. Ind. 2000). See also Grain Processing Corp. v. American Maize-Prods. Co., 840 
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patents, specifically, the Bosch BP10-CD Power Box and similar products that may be sold 
under different product designations." (Id. at 2-3.) Black & Decker further stated that "the 
pending claims are also infringed." (Id. at 3.) The letter included claim charts providing 
element-by-element comparisons of the claims of the '059 and '925 patents to the accused 
products. (Id.) Black & Decker requested that Bosch "immediately discontinue any 
manufacture, sale, promotion, advertisement or offer for sale of the Bosch PB10-CD Power Box 
radio charger." (Mat 4.) 

ANALYSIS 

Black & Decker first argues that the Court does not have subject matter jurisdiction over 
Count I of Bosch's counterclaim because Black & Decker has never asserted that Bosch 
infringes the 6 070 patent and therefore, no actual controversy exists supporting Bosch's 
declaratory judgment claim with respect to that patent. Next, Black & Decker argues that the 
Court does not have subject matter jurisdiction over Count II of Bosch's counterclaim for the 
same reason as Count I, and also because no actual controversy can exist with respect to a 
pending patent application, such as the '492 application. Regarding Count III of Bosch's 
counterclaim, Black & Decker argues that the Court does not have subject matter jurisdiction 
because that claim also involves the '492 application and therefore no actual controversy exists 
until that application issues as a patent. The Court addresses whether it has subject matter 
jurisdiction over Bosch's claims related to the '070 patent and the '492 application in turn, in 
sections II and III below. 

I. Declaratory Judgments In Patent Infringement Cases 

"The existence of an actual controversy is an absolute predicate for declaratory judgment 
jurisdiction." GAFBldg. Mat'ls Corp. v. Elk Corp. Of Dallas, 90 F.3d 479, 481 (Fed. Cir. 1996) 
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F.2d 902 (Fed. Cir. 1988). Bosch concedes that Black & Decker has not expressly charged it 
with infringing the 4 070 patent. Rather, Bosch points to the fact that Black & Decker has already 
accused of infringement "the invention claimed in the '070 patent" and has demonstrated its 
willingness to enforce its rights on the same technology as the '070 patent. 1 Bosch relies on 
Goodyear Tire & Rubber Co. v. Releasomers Inc., 824 F.2d 953, 956 (Fed. Cir. 1987) and 
Vanguard Res. v. PEAT, Inc., 304 F.3d 1249, 1254 (Fed. Cir. 2002), to demonstrate that Black & 
Decker's actions are sufficient to give Bosch a reasonable apprehension of suit. Both Goodyear 
and Vanguard, however, are distinguishable from the facts here. In Goodyear, the patentee sued 
the declaratory judgment plaintiff, Goodyear, in state court for misappropriation of trade secrets. 
The underlying technology in the state action was the same technology involved in the patents- 
at-issue in the later declaratory judgment action. Those patents did not issue until after the 
patentee commenced the state court trade secret action. Here, on the other hand, the 6 070 patent 
had already issued at the time that Black & Decker filed this suit. Therefore, instead of 
assuming that another suit on the '070 patent was forthcoming, it is more logical for Bosch to 
assume that Black & Decker, in fact, had chosen not to assert that patent against Bosch. 

Additionally, in Goodyear, the Federal Circuit based its decision on the fact that during 
negotiations in the state action, the patentee informed Goodyear of the allowance of the patents- 
at-issue and "made innuendos that could reasonably have led Goodyear to believe that [the 
patentee] would bring an infringement action." Goodyear, 824 F.2d at 956. Bosch has not 
pointed to any such action on the part of Black & Decker. 



'Bosch also argues that "Black & Decker has aggressively filed suit against Bosch and third 
parties." (R. 31-1; Bosch Resp. Br. at 6.) But, Bosch does not submit any evidence showing 
such suits against third parties and therefore the Court does not address this argument related to 
third party suits. 
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In Vanguard, the Federal Circuit based its decision in part on the fact that the patentee 
wrote Vanguard a letter indicating that it "no longer ha[d] the right to market [the technology at 
issue] or to use [the patentee's] Intellectual Property for the development of future contracts." 
Further, the patentee repeatedly contacted Vanguard's customers implying to them that 
Vanguard was using its technology without permission. Based on all of these facts and 
circumstances, the Federal Circuit held that Vanguard had a reasonable apprehension that the 
patentee would sue it for patent infringement in the future. Unlike in Vanguard, where the 
patentee generally charged Vanguard with using the patentee's "intellectual property," as a 
whole, here, Black & Decker's directed its charges of infringement toward specific patents, and 
the pending '492 application. Also, Bosch does not point to any evidence that Black & Decker 
has made statements to Bosch's customers about Bosch using Black & Decker's technology 
without permission. 2 

At different points in its Response Brief, Bosch mentions only in passing that claim 33 of 
the pending '492 application set forth in Black & Decker's cease and desist letter is identical to 
claim 1 in the '070 patent. (R. 31-1; Def 's Resp. Br. at 1, 2.) Bosch, however, never fully 
develops this argument in its brief. 3 As Black & Decker points out, the Court presumes that 
different claims cover different inventions. See Jones v. Hardy, 727 F.2d 1524, 1528 (Fed. Cir. 
1984) ("Each claim must be considered as defining a separate invention.") Merely pointing out 
that the '492 application and the '070 patent contain a claim with identical language is not 



2 The cases cited by Bosch in footnotes 2 and 3 of its Response Brief are also distinguishable 
from the facts here. Those cases either involved some additional action on the part of the 
patentee, such as a public statement, or a longer history of litigation between the parties. 

3 Failure to develop an argument constitutes a waiver. See Kramer v. Banc of Am. Sec, LLC, 355 
F.3d 961, 964 n. 1 (7 th Cir. 2004). 
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sufficient alone for Bosch to meet its burden to show that it was under a reasonable apprehension 
of suit when it filed its declaratory judgment counterclaims against the '070 patent. 4 

Additionally, the Federal Circuit's test for declaratory judgment jurisdiction requires that 
the declaratory judgment plaintiff have a reasonable apprehension that the patentee will "initiate 
suit." Goodyear, 824 F.2d at 955 (citing Indium Corp. v. Semi-Alloys, Inc., 781 F.2d 879 (Fed. 
Cir. 1985)). Therefore, even if this identical claim language did create in Bosch a reasonable 
apprehension that it infringed claim 1 of the '070 patent, Bosch does not point to any reason why 
it was apprehensive that Black & Decker would follow through by filing suit on that patent. The 
'070 patent is not related to either of the patents-in-suit or the '492 application. Also, Black & 
Decker's cease and desist letter never mentioned the '070 patent. 

In reviewing all the facts and circumstances, Bosch has failed to carry its burden of 
showing it had a reasonable apprehension of suit under the '070 patent at the time it filed its 
declaratory judgment counterclaims. Accordingly, the Court lacks subject matter jurisdiction 
over Bosch's claims related to the '070 patent. 

III. Whether The Court Has Subject Matter Jurisdiction Over Bosch's Claims Related 
To Black & Decker's '492 Application 

Bosh argues that an actual controversy exists because it has satisfied both prongs of the 
actual controversy test: Black & Decker charged Bosch with infringing pending claims of the 
'492 application in its cease and desist letter, and Bosh currently makes the product accused of 
such infringement. The Federal Circuit, however, has held that in the context of a pending 

4 The Court notes that the '070 patent has a different specification than the '492 application. 
Further, because it is not related to the '492 application, it has a different prosecution history 
than the '492 application. See Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. 
Cir. 1996) ("It is well-settled that, in interpreting an asserted claim, the court should look first to 
the intrinsic evidence of record, i.e., the patent itself, including the claims, the specification and, 
if in evidence, the prosecution history.) 
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patent application, "[a] broader inquiry than our two-part 'test' is required [] because no patent 
ha[s] issued when the complaint was filed." GAF Bldg. MaVls, 90 F.3d at 482. Rather, when 
the patent claims at issue have yet to issue, the Federal Circuit looks to basic principles 
articulated by the Supreme Court for determining whether a justiciable case or controversy 
exists: 

A "controversy" in this sense must be one that is appropriate for judicial 
determination. A justiciable controversy is thus distinguished from a difference 
or dispute of a hypothetical or abstract character; from one that is academic or 
moot. The controversy must be definite and concrete, touching the legal relations 
of parties having adverse legal interests. It must be a real and substantial 
controversy admitting of specific relief through a decree of a conclusive 
character, as distinguished from an opinion advising what the law would be upon 
a hypothetical state of facts. 

Id. (citing Aetna Life Ins. Co. v. Haworth, 300 U.S. 227, 239-41, 57 S.Ct. 461, 463-64, 81 L.Ed. 

617 (1937)). The Federal Circuit in GAF Bldg. MaVls held that GAF's complaint seeking a 

declaratory judgment of noninfringement and invalidity of a pending patent application did not 

present a justiciable case or controversy under Article III or 28 U.S.C. § 2201. GAF Bldg. 

MaVls, 90 F.3d at 482. 

Bosch concedes that courts have recognized that a court does not have jurisdiction over a 

pending patent application when declaratory judgment of noninfringement or invalidity is at 

issue. Bosch attempts to distinguish this case by arguing that it is seeking a declaratory 

judgment of unenforceability. Bosch asserts that the language of the specific claims that 

eventually issue is irrelevant to the determination of enforceability because the events giving rise 

to the unenforceability happened during prosecution. As Black & Decker points out, however, it 

is possible for an applicant to cure inequitable conduct during the prosecution of the application. 

See Rohm & Haas Co. v. Crystal Chem. Co., 722 F.2d 1556, 1572 (Fed. Cir. 1983). Therefore, 
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until a patent issues, it is premature to analyze whether that patent will be unenforceable due to 
inequitable conduct. 5 

Just as in GAFBldg. Mat 'Is, here, a ruling on the enforceability of the '492 application 
would be merely advisory and academic. Because "an inventor has no enforceable rights under 
the patent laws until the patent securing those rights has issued," Exxon Chem. Patents, Inc. v. 
Lubrizol Corp., 935 F.2d 1263, 1266 (Fed. Cir. 1992), Black & Decker has no rights in the '492 
application for the Court to rule are "unenforceable." In other words, the Court cannot provide 
"specific relief through a decree of a conclusive character" because there is no enforceable 
property right for the Court to declare unenforceable. GAF Bldg. Mat 'Is, 90 F.3d at 482. 
Accordingly, the Court grants Black & Decker's motion to dismiss Bosch's counterclaims 
seeking declaratory judgments related to the '492 application. 



'Indeed, Bosch relies heavily on the fact that the claims of the '492 application "cover" the same 
invention as the claims of the patents-in-suit. The invention "covered" by any patent that issues 
from the '492 application, however, will be a result of the language of the claims that ultimately 
issue, interpreted in light of the intrinsic record. Because these claims have yet to issue, there is 
no way for the Court to determine whether the '492 application does in fact "cover" the same 
invention as the patents-in-suit. 
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CONCLUSION 

Because no actual controversy exists, the Court lacks subject matter jurisdiction over 
Bosch's declaratory judgment counterclaims related to the '070 patent and the '492 application 
and grants Black & Decker's motion to dismiss Counts I through III of Bosch's counterclaims as 
they relate to the '070 patent or the '492 application. 

Dated: June 9, 2005 ENTERED: 

AMY J. St) 

United States District Court Judge 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF ILLINOIS 
EASTERN DIVISION 



BLACK & DECKER INC. and 
BLACK & DECKER (U.S.) INC., 

Plaintiffs, 



No. 04 C 7955 



ROBERT BOSCH TOOL CORPORATION, 

Defendant. 

MEMORANDUM OPINION AND ORDER 

AMY J. ST. EVE, District Court Judge: 

Plaintiffs Black & Decker Inc. and Black & Decker (U.S.) Inc. (collectively "Black & 
Decker") brought this lawsuit against Defendant Robert Bosch Tool Corporation ("Bosch") 
alleging infringement of various claims of U.S. Patent Nos. 6,308,059 (the "'059 patent") and 
6,788,925 (the "'925 patent"). Specifically, Black & Decker accused Bosch's Power Box radio 
of infringing each of the patents-in-suit that relate to rugged jobsite radios. On September 22, 
2006, a jury returned a verdict finding that the Bosch Power Box radio chargers at issue 
infringed certain claims of both patents-in-suit. The jury also found the infringement to be 
willful. After the jury trial, the Court conducted a bench trial on Bosch's defense that the '059 
and '925 patents are unenforceable due to inequitable conduct. For the following reasons, the 
Court denies Bosch's inequitable conduct claim. 

BACKGROUND 
I. Patents-in-Suit - The Domes Patents 

Joseph Domes ("Domes") is the inventor of both the '059 and '925 patents. On 
December 12, 1997, Domes filed a patent application, serial number 60/069,372 ("Domes I"). 



The '059 patent claims priority over the Domes I patent application and was filed on December 
1 1, 1998. The '059 patent entitled "Ruggedized Tradesworker Radio" issued on October 23, 
2001. The '925 patent entitled "Ruggedized Tradesworker Radio" was filed on August 10, 2002 
and issued on September 7, 2004. The '925 patent is a continuation of the '059 patent. 

II. The Smith Patents 

On September 15, 1998, Black & Decker filed the first patent application relating to the 
DeWalt jobsite radio with named inventor Roger Q. Smith that had serial number 09/153,621 
("Smith I"). The patent application that ultimately issued as U.S. Patent No. 6,427,070 ("Smith 
II" or the "'070 patent"), is a continuation of the Smith I application. Smith II was filed on 
March 4, 1999 and issued on July 30, 2002. The patent application that ultimately issued as U.S. 
Patent No. 6,496,688 ("Smith III" or the "'688 patent") is a continuation of the Smith II 
application, which was filed on May 6, 2002 and issued on December 17, 2002. Last, United 
States Patent No. 6,977,481 ("Smith IV" or the "'481 patent") is a continuation of the Smith III 
application, which was filed on October 15, 2002 and issued on December 20, 2005. 

III. Prosecution of the Domes Patents 

During the prosecution of the '059 patent - the first Domes patents-in-suit - no one 
associated with the prosecution of the patent disclosed the Smith I patent application, the patent 
application that ultimately issued as the '070 patent, or the '070 patent to the Patent and 
Trademark Office ("PTO"). Further, during the prosecution of the second Domes patent-in-suit, 
- the '925 patent - no one associated with the prosecution of the patent disclosed the Smith I 
patent application, the Smith II patent application, the '070 patent, or the patent application that 
ultimately issued as the '688 patent to the PTO. 
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Meanwhile, in 1999 Domes contacted Black & Decker and accused the DeWalt jobsite 
radio - based on the Smith patents - of infringing his Ruggedized Tradesworker Radio patents 
after which Black & Decker agreed to acquire a license to use the technology from Domes. In 
July 2003, Black & Decker acquired all rights under both Domes patents. 

ANALYSIS 

I. Duty of Candor and Good Faith 

Bosch contends that the '059 and '925 patents are unenforceable because Black & 
Decker's patent attorney, Adan Ayala, breached his duty to disclose the Smith patents and Black 
& Decker's development documents (collectively the "Smith patents") during the prosecution of 
the Domes patents. Due to the ex parte nature of the patent application process, applicants have 
an express "duty of candor and good faith" that governs their dealings with the PTO. See 37 
C.F.R. § 1.56(a) ("Each individual associated with the filing and prosecution of a patent 
application has a duty of candor and good faith in dealing with the [PTO]"); see also M. Eagles 
Tool Warehouse, Inc. v. Fisher Tooling Co., Inc., 439 F.3d 1335, 1339 (Fed. Cir. 2006) ("Patent 
applicants and those substantively involved in the preparation or prosecution of a patent 
application owe a 'duty of candor and good faith' to the PTO") (citation omitted). The duty of 
candor and good faith requires that the applicant disclose to the PTO all information "material to 
patentability." See 37 C.F.R. § 1.56(a). "A breach of this duty may constitute inequitable 
conduct, which can arise from a failure to disclose information material to patentability, coupled 
with an intent to deceive the PTO." M Eagles Tool Warehouse, 439 F.3d at 1339. If the alleged 
infringer establishes inequitable conduct, the patent is rendered unenforceable. Liquid Dynamics 
Corp. v. Vaughan Co. y 449 F.3d 1209, 1226 (Fed. Cir. 2006) (citation omitted); see also Molins 
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PLC v. Textron, Inc., 48 F.3d 1 172, 1 182 (Fed. Cir. 1995). 

II. Two-Step Analysis 

The Court undertakes a two-step analysis when determining inequitable conduct. See 
Purdue Pharma LP. v. Endo Pharms., Inc., 438 F.3d 1 123, 1 128 (Fed. Cir. 2006). First, where 
the inequitable conduct alleged is the failure to disclose material information, the alleged 
infringer must make the following threshold showings by clear and convincing evidence: (1) the 
information was material to patentability; and (2) the applicant failed to disclose the information 
with an intent to mislead the PTO. Id; Liquid Dynamics Corp., 449 F.3d at 1226. Once the 
alleged infringer establishes the threshold findings of materiality and intent, the Court "must 
weigh them to determine whether the equities warrant a conclusion that inequitable conduct 
occurred." Purdue Pharma, 438 F.3d at 1 128. On the other hand, if the alleged infringer fails to 
establish these threshold findings, the Court need not weigh materiality and intent to determine if 
the applicant's conduct is so culpable that the patent should be unenforceable. Juicy Whip, Inc. 
v. Orange Bang, Inc., 292 F.3d 728, 744-45 (Fed. Cir. 2002). 

III. Intent to Deceive 

The Court focuses on the "intent to deceive" element of inequitable conduct because it is 
dispositive. See Kingsdown Med. Consultant, Ltd. v. Hollister, Inc., 863 F.2d 867, 872 n.5 (Fed. 
Cir. 1988) (court need not address materiality if intent not established). Assuming, arguendo, 
that Bosch has met the threshold finding of materiality, the Court's inquiry is whether Ayala 
failed to disclose the Smith patents during the prosecution of the Domes patents with the intent 
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to mislead the PTO. 1 See M. Eagles Tool Warehouse, 439 F.3d at 1339 (citing 37 C.F.R. 
§ 1 .56(a)). As the Federal Circuit recently reiterated, "[i]ntent to deceive can not be inferred 
solely from the fact that information was not disclosed; there must be a factual basis for a finding 
of deceptive intent." Id. at 1340 (citation omitted). The element of "intent to deceive however, 
need not be proven by direct evidence. Id at 1341 ; see also Critikon, Inc. v. Becton Dickinson 
Vascular Access, Inc., 120 F.3d 1253, 1256 (Fed. Cir. 1997) ("direct evidence of intent or proof 
of deliberate scheming is rarely available in instances of inequitable conduct."). Instead, absent 
a credible explanation, "intent to deceive is generally inferred from the facts and circumstances 
surrounding a knowing failure to disclose material information." Bruno Indep. Living Aids, Inc. 
v. Acorn Mobility Servs., Ltd., 394 F.3d 1 348, 1354 (Fed. Cir. 2005); see also M. Eagles Tool 
Warehouse, 439 F.3d at 1341 ("Intent is generally inferred from the facts and circumstances 
surrounding the applicant's overall conduct, especially where there is no good faith explanation 
for a nondisclosure."). 

A. Credible, Good Faith Explanation 

Here, Black & Decker has given a credible, good faith explanation for why its patent 
attorney Ayala - who was associated with the prosecution of the Domes patents applications - 
did not disclose the Smith patents to the PTO. In short, Ayala believed Domes was the first 
inventor of the claimed subject matter, and thus he concluded that the Domes patents and 

1 Because Bosch fails to demonstrate that Domes and his attorney were aware of the 
Smith patents at the time they prosecuted the first Domes applications in 1997-98, Bosch cannot 
establish that Domes or his attorney had the intent to deceive the PTO. See Frazier v. Roessel 
Cine Photo Tech, Inc., 417 F.3d 1230, 1238 (Fed. Cir. 2005) (patent applicant has no duty to 
conduct prior art search or disclose prior art of which he is not aware); see also Bruno Indep. 
Living Aids, Inc. v. Acorn Mobility Servs., Ltd., 394 F.3d 1348, 1351 n. 4 (Fed. Cir. 2005) 
(same); Nordberg Inc. v. Telsmith, Inc., 82 F.3d 394, 397 (Fed. Cir. 1996) (same). 
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applications were prior art to the Smith patents, not the other way around. Accordingly, Ayala 
did not believe that the Smith patents were material to the Domes patent applications. See Allied 
Colloids, Inc. v. American CyanamidCo., 64 F.3d 1570, 1578 (Fed. Cir. 1995) ("It is not 
inequitable conduct to omit telling the patent examiner information that the applicant in good 
faith believes is not material to patentability."). 

Ayala's trial testimony reveals that he prosecuted the Smith patents and was also 
associated with the prosecution of the Domes patent applications before Black & Decker 
acquired all the rights to them. (Tr. at 1910-1 1.) After Black & Decker acquired the Domes 
patents in July 2003, Ayala became the attorney responsible for prosecuting the patent 
application of the '925 patent that issued in September 2004. (Id. at 1913.) While the patent 
application for the '925 was pending, Ayala testified that he did not disclose the Smith I patent, 
the Smith II patent, or the application for the Smith III patent to the PTO. (Id, at 1913-14; 
DFX001, PTX002.) Ayala explained that he did not disclose the Smith patents during the 
prosecution of the Domes patents "[b]ecause I believe Domes to be the first inventor of the 
claimed subject matter, and that it was prior art to the Smith case, not the other way around; and 
thus, Smith was not material to Domes." (Tr. at 1917.) 

At trial, Ayala further testified that Domes contacted Black & Decker in 1999 after which 
Ayala and Domes' attorney - Alfred Walker - discussed Domes' accusations that the DeWalt 
radio charger infringed the first Domes application. (Id, at 1918-19.) Thereafter, Walker sent 
the Domes patent application to Ayala. (Id. at 1920.) Ayala also testified at trial that the first 
Domes application was a provisional application filed in December 1997 and that the second 
application was a regular or utility application filed in December 1998. (Id, at 1921; PTX001, 



6 



PTX002.) Ayala testified that the utility application claimed priority from the provisional 
application, and thus the regular application received the earliest filing date, which was 
December 12, 1997. (Tr. at 1921-22.) These applications issued as the patents-in-suit - first as 
the '059 patent and then as the '925 patent which is a continuation of the '059 patent. (Id. at 
1922.) 

After Walker sent the Domes application to Ayala, Ayala testified that he examined the 
Smith applications regarding their filing dates. (Id.) He also conducted invalidity searches and 
testified that he did not find any prior art that would render these claims unpatentable. 2 (Id.) 
Ayala also reviewed the Smith applications and other documents concerning Black & Decker's 
conception and reduction-to-practice of the jobsite radio. (Tr. at 1927-30; Ayala Dep. at 81-82.) 
After his investigation, Ayala testified that he had concluded that Domes was the first inventor 
because he believed that Domes' constructive reduction-to-practice date was before the 
prototype of the DeWalt radio's actual reduction-to-practice date. (Tr. at 1931.) 

Ayala further testified that after his investigation into the Domes applications he sent a 
memorandum to Black & Decker's chief patent counsel recommending that Black & Decker 
purchase the Domes' patent portfolio. (Id. at 1932.) In January 2001, Ayala negotiated a license 
agreement with Domes and testified that he did so because he believed that Domes was the first 



2 At the bench trial, Bosch objected to Ayala' s prior art testimony claiming Ayala did not 
discuss this issue in his deposition. At his deposition, Bosch's attorney asked Ayala if he were 
aware of any prior art that would invalidate the Domes patents, to which he answer "No." (Ex. I, 
Ayala Dep. at 105). At his deposition, Bosch also asked Ayala if he were aware of any grounds 
of invalidity for the Domes patents, to which Ayala answered "I'm not aware of any grounds of 
invalidity." (Ayala Dep. at 108.) Because Ayala discussed his prior art and invalidity 
conclusions in his deposition, the Court overrules Bosch's objections to Ayala' s trial testimony 
on these issues. 
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inventor and that Black & Decker needed access to Domes patent portfolio. {Id. at 1932-34.) In 
the license agreement, Black & Decker agreed to cite the Domes application in the pending 
Smith applications. {Id. at 1934; DFX004.) To that end, Ayala testified that on March 10, 2001, 
he called the patent examiner and informed him of Domes' application, and he filed a disclosure 
statement that the Domes application had similar subject matter to the pending Smith application 
a few days later. (Tr. at 1935; DFX004.) In the disclosure statement, Ayala filed the copy of the 
file history and the names of the inventors. (Tr. at 1938-39.) When asked why he filed the Rule 
604 disclosure this way, Ayala answered: "I wanted to inform the examiner of the substantially 
similar subject matter in the specifications of the Domes cases and the Smith cases. I thought it 
was the proper way to do this." {Id. at 1940.) 

After Black & Decker purchased the rights to the Domes patents in 2003, the '059 patent 
had already issued, but the second patent- in-su it, the '925 patent application, was still pending. 
{Id. at 1941-42; PTX001, PTX002.) Also after Black & Decker purchased the rights to the 
Domes patents, Ayala testified that he learned that Domes earliest conception date was at least 
January 1997. (Tr. at 1943.) Ayala testified that this confirmed his prior belief that Domes was 
the first inventor of the subject matter. {Id. at 1944.) In sum, Ayala testified that he did not 
disclose the Smith patents during the pending Domes II application because "Mr. Domes was the 
first inventor ... that the Domes applications was [sic] prior art to the Smith applications, but not 
the other way around. Smith was not prior art to Domes and, thus, not material to the Domes 
applications." {Id. at 1945.) 

After carefully observing Ayala' s demeanor during the bench trial, the Court concludes 
that his testimony is credible and reliable. Ayala was candid when he testified that he believed 
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Domes was the first inventor, and thus he thought that the Smith patents were material to the 
Domes application and not the other way around. His trial testimony indicates that he was 
deliberative in evaluating the Smith and Domes applications and that he honestly thought that 
disclosing the Domes application during the Smith prosecution was the proper way to handle the 
situation. Whether the Smith application was material to the Domes prosecution or whether 
Ayala handled the situation properly is not dispositive. Instead, the Court's determination of 
Ayala's intent turns on his good faith belief that Domes was the first inventor and that he thought 
he properly informed the PTO about the Domes application during the prosecution of the Smith 
patents. See Allied Colloids, 64 F.3d at 1578 ("It is not inequitable conduct to omit telling the 
patent examiner information that the applicant in good faith believes is not material to 
patentability.")* 

B. Other Evidence in Trial Record 

In addition, Ayala's belief that the Domes application was prior art to the Smith patents is 
supported by other evidence in the record. Specifically, Bosch's expert witness, Ernest 
Lipscomb, testified at his deposition that based on the priority dates of the '059 patent and '070 
patent (Smith II), Domes was prior art to the Smith patents. (R. 526-1, Black & Decker Resp., 
Ex. B, Lipscomb Dep. at 126.) 

C. Agreements Between Domes and Black & Decker 

Based on the evidence of Ayala's conduct during the prosecution of the Smith and 
Domes patents coupled with his good faith explanation for not disclosing the Smith patents, 
Bosch has not established by clear and convincing evidence that Ayala intended to deceive the 
PTO. See M. Eagles Tool Warehouse, 439 F.3d at 1341. Nevertheless, Bosch contends that this 
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is "one of those rare cases where documents exist that expressly show an intent to deceive." (R. 
494-1, Bosch's Closing Argument Brief, at 1 1 .) More specifically, Bosch argues that the 
License and Assignment Agreements between Black & Decker and Domes establish that Ayala 
did not disclose the Smith patents because he wanted to avoid an interference between the patent 
families so Black & Decker could keep both patent families alive. 

Section I of the License Agreement between Black & Decker and Domes provides: 

A. B&D currently sells a radio charger (the "Radio Charger") and has pending 
patent applications disclosing and claiming Radio Charger. 

B. DOMES has a pending patent application with claims that DOMES has 
asserted cover the Radio Charger. 

C. B&D and DOMES desire to avoid a possible interference. 

D. B&D and DOMES have entered into the agreement to settle such assertion and such 
possible interference. 

(DFX 004, at 1 .) The Assignment Agreement between Black & Decker and Domes dated July 
24, 2003, provides in pertinent part: 

B&D currently sells a radio charger (the "Radio Charger") and has patents and 
pending patent applications disclosing and claiming Radio Charger. 

Previously, DOMES alleged that his patent portfolio would cover the Radio 
Charger. In order to settle such allegations, B&D and DOMES entered into a 
non-exclusive license agreement (the "License Agreement"). 

Since then, B&D and DOMES have filed patent applications covering the Radio 
Charger that could ultimately result in the declaration of an interference and/or 
the invalidation of at least one patent of either B&D or DOMES. In order to 
avoid a possible interference, and to settle and resolve issues regarding the 
parties' portfolios, B&D desires to purchase DOMES' patent portfolio, and 
DOMES desires to sell his patent portfolio to B&D. 

(DFX 001, at 1.) 
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Black & Decker's concern about a possible interference between the patent families and 

its acknowledgment of such in the License and Assignment Agreements does not establish that 

the agreements expressly show Black & Decker's intent to deceive the PTO to avoid an 

interference. As discussed, Ayala was deliberative in evaluating the Smith and Domes 

applications when he concluded that Domes was the first inventor. At the bench trial, Ayala 

further addressed Black & Decker's and his concerns about a possible interference: 

Well, while I believed Mr. Domes to be the first inventor of the subject 
matter, I was concerned that the Patent Office could provoke an interference and 
that they would - when they were crafting the patent, that they would - bring in 
subject matter from the Smith applications that was not supported by the Domes 
applications. 

And since I knew Mr. Domes would win the interference, then Black & 
Decker would lose subject matter that we shouldn't have because it wasn't 
supported by Mr. Domes' specifications. 

(Tr. at 1946.) Again, Ayala based his conduct and reasoning on his belief that Domes was the 

first inventor of the subject matter. 

Ultimately, the PTO did not declare an interference. (Tr. at 1948.) At his deposition, 

Bosch's expert testified about Ayala's disclosure of the Domes application during the Smith 

patent prosecution: 

Q: And as a result of that disclosure the examiner did not declare Smith 
unpatentable in light of Domes, correct? 

A: That's correct. 

Q: He did not declare an interference, correct? 
A: Correct. 

Q: Did the examiner do anything to impact the prosecution of Smith based upon 
the disclosure of Domes? 
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A: No. 

Q: And the priority dates between the Domes and the Smith applications were too 
far apart to declare an interference, correct? 

A: That's correct. 
(Ex. B, Lipscomb Dep. at 114.) 

In sum, Bosch's argument that the License and Assignment Agreements expressly 
establish the intent element fails because the agreements are not clear and convincing evidence 
that Black & Decker intended to deceive the PTO. In other words, the agreements do not 
support a conclusion that Ayala's intent to deceive the PTO was "highly probable." See Buildex 
Inc. v. Kason Indus., Inc., 849 F.2d 1461, 1463 (Fed. Cir. 1988) ("Although not susceptible to 
precise definition, 'clear and convincing 5 evidence has been described as evidence which 
produces in the mind of the trier of fact 'an abiding conviction that the truth of [the] factual 
contentions are 'highly probable.'" (quoting Colorado v. New Mexico, 467 U.S. 310, 316, 104 
S.Ct. 2433, 2437-38, 81 L.Ed.2d 247 (1984)); see also United States v. Boos, 329 F.3d 907, 911 
(7 th Cir. 2003) ("highly probable" is Supreme Court's definition of clear and convincing standard 
of proof). In fact, although the agreements refer to a possible interference, they do not support 
the conclusion that Ayala intended to deceive the PTO to avoid an interference by any standard 
of proof. 

Other than the agreements - which on their face do not expressly establish that Ayala 
intended to deceive the PTO - Bosch provides the Court with bits and pieces of information that 
do not meet the "highly probable" standard. For example, Bosch relies on the trial testimony of 
Black & Decker's Federal Rule of Civil Procedure 30(b)(6) witness, Christine Potter, to support 
the conclusion that Ayala was under pressure to make sure Black & Decker maintained market 
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exclusivity for the DeWalt radio charger. (Tr. at 246, C. Potter Testimony.) In her trial 
testimony, Christine Potter stated that Black & Decker valued the exclusivity of the radio 
charger and that it "was a new category for us; it was very important; and, our customers gave us 
great feedback on the product. We had spent a lot of money to develop the product and needed 
the exclusivity to recover those costs." (Tr. at 246.) The testimony about the DeWalt radio's 
exclusivity is too attenuated for the Court to make the inferential leap that Ayala was under 
pressure to deceive the PTO to avoid a possible interference, especially because Potter's 
testimony does not indicate how Black & Decker's need of exclusivity influenced Ayala's 
decisions during the prosecution of the Smith or Domes patents. 

Despite Bosch's contention that this is "one of those rare cases where documents exist 
that expressly show an intent to deceive," Bosch nonetheless asks the Court to make many 
"inferential leaps" to come to the conclusion that Ayala intended to deceive the PTO. The Court, 
however, cannot determine Ayala's intent in a vacuum. "Intent to deceive should be determined 
in light of the realities of patent practice, and not as a matter of strict liability whatever the nature 
of the action before the PTO." M Eagles Tool Warehouse, 439 F.3d at 1373 (quoting Northern 
Telecom, Inc. v. Datapoint Corp., 908 F.2d 931, 939 (Fed. Cir. 1990)). Instead, the Court must 
look to the facts and circumstances surrounding a patent applicant's failure to disclose 
information to the PTO. See Bruno Indep. Living Aids, 394 F.3d at 1354; Northern Telecom, 908 
F.2d at 939 ("the involved conduct, viewed in light of all the evidence, including evidence 
indicative of good faith, must indicate sufficient culpability to require a finding of intent to 
deceive.") 

In the context of the facts and circumstances surrounding Ayala's decision not to disclose 
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the Smith patents during the prosecution of the Domes patents, including Ayala's good faith 
belief that the Smith patents were not material to the Domes applications, the Court concludes 
that Bosch has failed to establish - by clear and convincing evidence - that Ayala had the 
requisite intent to deceive the PTO. Simply put, Bosch has failed to provide a factual basis for a 
finding of deceptive intent by clear and convincing evidence. See M. Eagles Tool Warehouse, 
439F.3dat 1340. 

Because Bosch has failed to establish the intent element by clear and convincing 
evidence, the Court need not address the second step of the inequitable conduct analysis. See 
Juicy Whip, 292 F.3d at 744-45. Bosch's claim of inequitable conduct fails. 

CONCLUSION 

For these reasons, the Court denies Bosch's inequitable conduct claim. 
Dated: October 24, 2006 



ENTERED 




14 



